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REMARKS 

By the present Amendment, Applicants have amended claims 1 and 15 to more 
appropriately define the invention. Particularly, claims 1 and 15 are amended to include 
all elements of original claims 9 and 12. Claim 14 has been amended to correctly 
depend from claim 13, and claim 20 has been amended to improve grammar and not for 
reasons related to patentability. Claims 8-12 have been canceled, without prejudice or 
disclaimer of the subject matter thereof. Claims 1-7 and 13-22 are now pending. 

In the Office Action, the Examiner objected to claims 14 and 15-22 for 
informalities; rejected claims 1-4 and 6-12 under 35 U.S.C. § 102(b) as anticipated by 
Yamanobe et al. (U.S. Patent No. 4,822,146, " Yamanobe '146 "): rejected claims 1 and 5 
under 35 U.S.C. § 103(a) as unallowable over Takahara et al. (U.S. Patent No. 
5,477,351) in view of Yamanobe etal. OJ.S. Patent No. 4,850,681, " Yamanobe '681 "): 
rejected claims 13 and 14 under 35 U.S.C. § 103(a) as unallowable over Yamanobe 
'146 : rejected claims 15-17 under 35 U.S.C. § 103(a) as unallowable over Yamanobe 
'681 in view of Takahara et al. : and rejected claims 18-22 under 35 U.S.C. § 103(a) as 
unallowable over Yamanobe '681 and Takahara et al. . and further in view of Popovich 
(U.S. Patent No. 6,185,016). The rejection of claims 8-12 is rendered moot in view of 
the cancellation thereof. Applicants address the objections and rejections of the 
remaining claims as follows. 

The Examiner objected to claim 14 for lacking antecedent basis. Applicants note 
that claim 14 has been amended to correctly depend from claim 13, which provides 
antecedent basis for "said laser beam" in claim 14. The Examiner also objected to 
claim 14 for being confusing and indefinite. Particularly, the Examiner stated that "it is 
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not clear how could the difference in refractive indices be 'maximized' as the 
polarization direction of the laser beam is 'determined'." 1 Office Action at 2. Applicants 
refer the Examiner to the Specification at page 6, lines 4-1 1 , for an example of the 
claimed structure. Applicants respectfully request that the objection to claim 14 be 
withdrawn. 

The Examiner objected to claim 15-22 and stated that M [i]t is not clear how could 
the one phase diffraction grating member [be] capable of diffracting more than one 
wavelengths of light or multiple color of light." Office Action at 2. The Examiner alleged 
that "[i]t is known in the art that a diffraction grating generally diffracts one wavelength of 
light." id. at 2. However, contrary to the Examiner's allegation, a diffraction grating is 
not limited to diffracting only one wavelength of light. The Examiner is respectfully 
referred to the Specification at page 1 1 for an exemplary illustration of how a grating 
may be used to diffract multiple wavelengths of light. Therefore, Applicants request that 
the objection to claim 15-22 be withdrawn. 

Applicants traverse the rejection of claims 1-4 and 6-7 under 35 U.S.C. § 102(b) 
as anticipated by Yamanobe '146 . 

In order to properly anticipate Applicants' claimed invention under 35 U.S.C. 
§102, each and every element of the claim in issue must be found, "either expressly or 
inherently described, in a single prior art reference." Verdeqaal Bros, v. Union Oil Co. of 
California . 814 F.2d 628, 631, 2 USPQ2d 1051, 1053 (Fed. Cir. 1987). Moreover, "[t]he 

1 The Office Action contains a number of statements reflecting characterizations of the 
related art and the claims. Regardless of whether any such statement is identified 

(continued...) 
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identical invention must be shown in as complete detail as is contained in the . . . claim. 
Richardson v. Suzuki Motor Co. , 868 F.2d 1226, 1236, 9 USPQ2d 1913, 1920 (Fed. Cir. 
1989)." See M.P.E.P. § 2131 , 8th ed., Rev. of May 2004. 

Yamanobe '146 fails to teach each and every element of these claims. For 
example, claim 1 recites a dynamically controllable light modulator that includes, inter 
alia , "a phase modulation member . . . [comprising] organic material containing 
nonlinear chromophore." Yamanobe '146 fails to teach at least this element of claim 1 . 
The Examiner alleged that "MNA ... is a form of nonlinear chromophore." Office Action 
at 3. However, Applicants advise that MNA is an inorganic material, NOT an organic 
material. Therefore, Yamanobe '146 fails to teach at least "a phase modulation member 
. . . [comprising] organic material containing nonlinear chromophore," as recited in claim 
1. Thus, claim 1 is allowable over Yamanobe '146 . Claims 2-4 and 6-7, which depend 
from claim 1, are also allowable at least because of their dependence from an allowable 
base claim. 

Regarding the rejection of claims 1 and 5 under 35 U.S.C. § 103(a) as 
unallowable over Takahara et al. in view of Yamanobe '681 . Applicants submit that 
neither Takahara et al. nor Yamanobe '681 teaches or suggest at least "a phase 
modulation member . . . [comprising] organic material containing nonlinear 
chromophore," as recited in claim 1. Specifically, the Examiner considered Takahara et 
aL's liquid crystal layer 26 as corresponding to Applicants 1 claimed "phase modulation 

(...continued) 

herein, Applicants decline to automatically subscribe to any statement or 
characterization in the Office Action. 



Application No. 10/671,557 
Attorney Docket No. 09516.0001 



member." However, Takahara et al. only teaches that "[t]he liquid crystal layer 26 is 
made of liquid crystal/resin composite" (col. 4, II. 9-10), not of "organic material 
containing nonlinear chromophore." In addition, Yamanobe '681 at most teaches that 
"reference numeral 1 denotes a substance having a variable refractive index, typical of 
which is a liquid crystal" (col. 3, II. 45-47, and Fig. 1), and fails to teach or suggest "a 
phase modulation member . . . [comprising] organic material containing nonlinear 
chromophore," as recited in claim 1 . Therefore, claim 1 and claim 5, which depends 
from claim 1 , are allowable over Takahara et al. and Yamanobe '681 . 

Applicants also traverse the rejection of claims 13 and 14 under 
35 U.S.C. § 103(a) as unallowable over Yamanobe '146 . because a prima facie case of 
obviousness has not been established by the Examiner. 

To establish a prima facie case of obviousness, three basic criteria must be met. 
First, there must be some suggestion or motivation, either in the references themselves 
or in the knowledge generally available to one of ordinary skill in the art, to modify the 
reference or to combine reference teachings. Second, there must be a reasonable 
expectation of success. Finally, the prior art reference (or references when combined) 
must teach or suggest all the claim limitations. The teaching or suggestion to make the 
claimed combination and the reasonable expectation of success must both be found in 
the prior art, and not based on applicant's disclosure. M.P.E.P. § 2143, 8th ed., 
Revision of May 2004. 

A prima facie case of obviousness has not been established here, at least 
because, as discussed above, Yamanobe '146 fails to teach or suggest each and every 
element of the present invention. Therefore, claim 1 is allowable over Yamanobe '146 . 
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claims 13 and 14, which depend from claim 1, are allowable over Yamanobe ' 146 at 
least because of their dependence from an allowable base claim. 

Regarding the rejection of claims 15-17 under 35 U.S.C. § 103(a) as unallowable 
over Yamanobe '681 in view of Takahara et aL . Applicants note that, for reasons 
already set forth in the above regarding the rejection of claims 1 and 5, Yamanobe '681 
and Takahara et aL . taken alone or in combination, fail to teach or suggest at least "a 
phase modulation member . . . [comprising] organic material containing nonlinear 
chromophore," as recited in claim 15. Therefore, claim 15 is allowable over Yamanobe 
'681 and Takahara et al. Claims 16-17 depend from claim 15 and are also allowable 
over Yamanobe '681 and Takahara et al. 

Regarding the rejection of claims 18-22 under 35 U.S.C. § 103(a) as unallowable 
over Yamanobe '681 and Takahara et aL . and further in view of Popovich . Applicants 
first note that, as discussed above, Yamanobe '681 and Takahara et al. fail to teach or 
suggest at least "a phase modulation member . . . [comprising] organic material 
containing nonlinear chromophore," as recited in claim 15. Moreover, Popovich only 
teaches image generating devices and does not teach "a phase modulation member . . . 
[comprising] organic material containing nonlinear chromophore," as recited in claim 15. 
Therefore, Popovich fails to cure the deficiencies of Yamanobe '681 and Takahara et al. 
Therefore, claims 18-22, which depend from claim 15, are allowable over Yamanobe 
'681 , Takahara et al. . and Popovich . 

In view of the foregoing amendments and remarks, Applicants respectfully 
request reconsideration and reexamination of this application and the timely allowance 
of the pending claims. 
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Please grant any extensions of time required to enter this response and charge 

any additional required fees to our deposit account 06-0916. 

Respectfully submitted, 

FINNEGAN, HENDERSON, FARABOW, 
GARRETT & DUNNER, L.L.P. 



Dated: April 6, 2005 By:. 




Qingyu Yin* 

' With limited recognition under 37 C.F.R. § 10.9(b). 



